
FILING DATE 
0W18/2002 



Sianley O.GUck 



03/25/2003 
7590 

B raman&Rogalskyj,LLP 

P.O. Box 352 14424 .0352 
Canandaigua,NY 



010.00141 



5559 




examiner 

Tapernumber 




ART UNIT 
DAT EMAlUD-.03/2 5 /2003 



, office communication concerning 
^^^^ 



PTO-90C (R^. 07-OD 



Office Action Summary 



Application N 

10/051,770 



Examiner 

Brian S Kwon 



Applicant(s) 

GLICK ET AL. 



Art Unit 

1614 



Z The MAILING DATE of this communication appears on the cover s heet with the correspondence aoaress - " 
Period for Reply ^ t 
A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 

. If NO period for reply is speoified '^^^^^Z^c^^X^^ to become ABANDONED (35 US.C. § 133). 

- ^ — ica,ion - even if ,imely may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) 13 Responsive to communication® filed on ?8Auqust2002 . 
2a)D This action is FINAL. 2b)D This action is non-final. 

3)D Since this application is in condition for allowance except for formal patters prosecutor , as to the ments .s 
} closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

A)M Claim(s) h5Q is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) E! Claim(s) ±50 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the dfawing(s) be held in abeyance. See 37 CFR 1.85(a). 

II) D The proposed drawing correction fled on is: a)D approved b)D disapproved bythe Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



J UCI III IOU WW^IW Wl niw f" "J 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1 ) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) Q Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

1. By Amendment filed on 8/28/02, claims 1,21, 34-35 and 37-38 have been amended and 
claims 42-50 have been newly added. 

Election/Restrictions 

2. Restriction to one of the following inventions is required under 35 U.S. C. 121 : 

I. Claims 21-34 and 45-46, drawn to a composition comprising a3p4 nicotinic 
receptor antagonist(s). 

II. Claims 1-20, 37-44 and 47-50, drawn to a process of using said composition for 
the treatment of an addiction disorder. 

III. Claims 35-36, drawn to a process of screening a compound for its effectiveness in 
treating addiction disorders. 

Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the treatment of an addiction disorder can be practiced with 
another materially different product (e.g., azetidines, tachykinin antagonists, monoamine oxidase 
inhibitor, selegiline, pramipexole, etc.). 

Furthermore, Invention III is distinct from Invention I or II because the search required in 
Group III is not required for Group I or II 
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Because these inventions are distinct for the reasons given above and the search 
required for Group I is not required for Group II or IE, restriction for examination purposes as 
indicated is proper. 

3. If applicant elects Group II invention, it is subject to further restriction as following. 
11(a). Claims l-20^amL42z44, drawn to a process of using the combination of a first 

ct3p4 nicotinic receptor antagonist and a second a3 04 nicoti nic rec eptor 
antagonist for the treatment of an addiction disorder. 
11(b) Claims 37-41 and 47-50, drawn to a process of using an a3p4 nicotinic receptor 
antagonist for the treatment of an addiction disorder. 

4. Furthermore, applicant is required under 35 U.S. C. 121 to elect a single disclosed species 
(e.g., Specific Examples of first a3p4 nicotinic receptor antagonist and second a3p4 nicotinic ' 
receptor antagonist in the specification) from under the instant claims of the elected Group, if 
applicant elects Group I or II. Moreover, whatever specific compound is ultimately elected, 
applicants are required to list all claims readable thereon. 

With the election of a specific exemplified compound, a generic concept will be 
identified by the examiner as the inventive group for examination. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
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5. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian Kwon whose telephone number is (703) 308-5377. The 
examiner can normally be reached Tuesday through Friday from 9:00 am to 7:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marianne Seidel, can be reached on (703) 308-4725. The fax number for this Group 
is (703) 308-4556. 

Any inquiry of a general nature of relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-1235. 

Brian Kwon 



ZOHREH FAY 
PRIMARY EXAMINER 



GROUP 1600 



